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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

2. Claim 8 is rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In Claim 8 (last line), it is not clear as to what "a commercial off-the-shelf 
catalyst" refers to. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 
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4. Claims 1, 3, 5, 7 and 10-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Eklund (US 6 180 726) as evidenced by Atkins (US 4 732 962) 
and in view of Foscante (US 4 250 074). 

For Claims 1-3, 5 and 7-12, Eklund discloses a high temperature resistant 
coating composition comprising A) to C). (col. 4, lines 45-64) Component A) can 
be a hydroxy functional polysiloxane with a hydroxy functionality up to about 10 
wt%. (col. 5, lines 30-36) The amount (phr) of the polysiloxane is described in col. 

5, lines 38-62. Component B) can be an epoxy resin (col. 5, line 63 to col. 7, line 
45), and be present in an amount (phr) described in col. 7, lines 46-64. Eklund 
further teaches the use of pigments such as titanium oxide, iron oxide and fillers 
such as aluminum, (col. 8, lines 55-63 and col. 9, line 34) The amounts (phr) of 
the fillers and the pigments are described in col. 9, lines 46-53. Component C) can 
be dianhydrides, trianhydrides, tetraanhydrides, etc. in an amount (phr) as 
described in col. 8, lines 1-24. An imidazole can be present as a hardening catalyst, 
(col. 8, line 38). The dianhydrides, etc. should inherently function as curing agents 
for the epoxy resin in the presence of the imidazole as taught by Atkins, (col. 2, 
line 53 to col. 3, line 5) Eklund is silent on the specific use of the micaceous iron 
oxide and aluminum flake. However, Foscante teaches the incorporation of 
micaceous iron oxide and aluminum flake to a high temperature resistant 



Application/Control Number: 10/782,393 Page 4 

Art Unit: 1712 

coating composition comprising a polysiloxane and an epoxy resin. The motivation 
is to impart to the composition the resistance to high temperatures, (col. 1, lines 43- 
55 and col. 7, lines 58-65) In light of the benefit mentioned, it would have been 
obvious to one of ordinary skilled in the art at the time of the invention was made 
to add the aluminum flake and micaceous iron oxide into Eklund' s composition. In 
addition, Eklund is silent on the specific amounts of the aluminum flake, titanium 
oxide and micaceous iron oxide set forth in the present invention. However, 
Eklund teaches that the amounts of these additives depend on the desired 
properties of the composition, (col. 9, lines 45-53) In other words, the amounts of 
these additives are Result-Effective variables. Therefore, it would have been 
obvious to one of ordinary skilled in the art at the time of the invention was made 
to incorporate these additives in whatever amounts through routine 
experimentation in order to obtain a composition with desired properties. 
Especially, Applicants do not show the criticality of these amounts. See MPEP 
2144.05 (II). Since Eklund in view of Foscante's composition is substantially the 
same as that of Applicants', both should have the same properties including 
chemical resistance and high temperature resistance. For Claim 2, as mentioned 
above, the hydroxy functional polysiloxane can contain hydroxy functionality in an 
amount of up to about 10% wt, it should possess the hydroxy groups in the chain. 
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Eklund is silent on the specific amount of hydroxy group in the chain. However, 
the amount of the hydroxy groups in the chain will affect the crosslinking density 
of the cured polysiloxane and the hardness of the cured composition. In other 
words, the amount of the hydroxy groups in the chain is a Result-Effective 
variable. Therefore, it would have been obvious to one of ordinary skilled in the art 
at the time of the invention was made to utilize a polysiloxane having whatever 
amount of hydroxy groups in the chain through routine experimentation in order to 
obtain a cured composition with desired crosslinking density. Especially, 
Applicants do not show the criticality of the amount of hydroxy groups in the 
chain. See MPEP 2144.05 (II). For Claim 8, Eklund further teaches the use of 
stannous octoate, etc. (col. 9, lines 1 1-29) For Claim 9, a flow agent (thioxtropic 
agent), a surface regulating agent (leveling agent), a wetting agent can be present, 
(col. 8, lines 30-53) 

5. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eklund in view of Foscante as applied to Claims 1, 3, 5, 7 and 10-12 above, and 
further in view of Millar (US 2 768 149). 

Eklund teaches the use of titanium dioxide, supra. Eklund is silent on the 
specific use of rutile titanium dioxides or anatase titanium dioxides. However, 
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Millar teaches the use of rutile titanium dioxides or anatase titanium dioxides in a 
polysiloxane coating composition. The motivation is to afford a heat-stable 
coating composition, (col. 2, lines 1-6 and col. 34-43) In light of the benefit 
mentioned, it would have been obvious to one of ordinary skilled in the art at the 
time of the invention was made to utilize Millar's rutile titanium dioxides or 
anatase titanium dioxides in Eklund's high temperature resistant polysiloxane 
coating composition. 

6. Claims 1-5 and 7-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mowrer (US 6 013 752). 

For Claims 1, 3-5, 8 and 12, Mowrer discloses a heat resistant composition 
comprising a) to d). (col. 3, lines 6-15) Component b) can be a hydroxy or alkoxy 
functional polysiloxane represented by the formula described in col. 5, lines 6-33, 
where R 10 or R 11 can be a hydroxy group or an alkoxy group. The amount of 
component b) is described in col. 5, lines 44-55. Component c) can be an epoxy 
resin (col. 8, lines 20-47) and be present in an amount described in col. 8, lines 58- 
67. An amine curing agent can be used (col. 10, lines 13-35) in an amount 
described in col. 10, lines 62-67. The composition can include a catalyst, such as 
tin octate, etc. (col. 11, lines 4-14) Mowrer further teaches the use of 
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fillers/pigments such as micaceous iron oxide, titanium dioxide, aluminum 
flake, etc. (col. 12, lines 13-39) Mowrer is silent on the specific amounts of the 
fillers/pigments set forth in the present invention. However, the amounts of the 
fillers/pigments can affect the heat resistance and/or color of the composition as 
indicated in col. 12, lines 13-39. In other words, the amounts of the fillers/pigments 
are Result- Variables. Therefore, it would have been obvious to one of ordinary 
skilled in the art at the time of the invention was made to incorporate the 
fillers/pigments in whatever amounts through routine experimentation in order to 
obtain a composition with desired heat resistance or color. Especially, Applicants 
do not show the criticality of these amounts. See MPEP 2144.05 (II). Since 
Mowrer' s composition is substantially the same as that of Applicants', both should 
have the same properties including chemical resistance and high temperature 
resistance. For Claim 2, component b) can be a hydroxy or alkoxy functional 
polysiloxane represented by the formula described in col. 5, lines 6-33, where R 10 
or R 11 can be a hydroxy group or an alkoxy group. As such, the polysiloxane can 
contain hydroxy groups or alkoxy groups in the chain. Mowrer is silent on the 
specific amount of the hydroxy groups or alkoxy groups in the chain. However, the 
amount of the hydroxy groups or alkoxy groups in the chain will affect the 
crosslinking density of the cured polysiloxane and the hardness of the cured 
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composition. In other words, the amount of the hydroxy groups or alkoxy groups in 
the chain is a Result-Effective variable. Therefore, it would have been obvious to 
one of ordinary skilled in the art at the time of the invention was made to utilize a 
polysiloxane having whatever amount of hydroxy groups or alkoxy groups in the 
chain through routine experimentation in order to obtain a cured composition with 
desired crosslinking density. Especially, Applicants do not show the criticality of 
the amount of hydroxy groups or alkoxy groups in the chain. See MPEP 2144.05 
(II). For Claim 7, mica and glass flake can be present, (col. 12, lines 13-30) For 
Claim 9, additives such as flow control additives, wetting agents, thioxtropic 
agents, etc. can be used. (col. 12, lines 40-49) For Claims 10-11, organic solvents 
such as toluene, xylene, etc. can be used. (col. 11, line 62 to col. 12, line 12) 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mowrer as applied to Claims 1-5 and 7-12 above, and further in view of Millar 
(US 2 768 149). 

Mowrer teaches the use of titanium dioxide, supra. Mowrer is silent on the 
specific use of rutile titanium dioxides or anatase titanium dioxides. However, 
Millar teaches the use of rutile titanium dioxides or anatase titanium dioxides in a 
polysiloxane composition. The motivation is to afford a heat-stable coating 
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composition, (col. 2, lines 1-6 and col. 34-43) In light of the benefit mentioned, it 
would have been obvious to one of ordinary skilled in the art at the time of the 
invention was made to utilize Millar's rutile titanium dioxides or anatase titanium 
dioxides in Mowrer's high temperature resistant polysiloxane composition. 

8. The references K, M and N cited in the information disclosure statement 
filed on July 9, 2004 are lined through because Applicants do not provide hard 
copies thereof. 

9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Randy Gulakowski, can be reached on (571) 272-1302. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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May 8, 2006 



Kuo-Liang Peng 
Primary Examiner 
Art Unit 1712 




